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I- Introduction 

In response to (he pending Office Action. Applicants have amended claims I. 7, ( >. 10 and 
16 in order to further clarify the subject mutter of the present disclosure. In addition, claims 2-4. 
6. 8. II, 14, 15 and 18 have been cancelled, without prejudice. No new matter has been added. 

Applicants respectfully submit that nil pending claims as currently amended arc 
patentable over the cited prior art. 

1 1 * The Rejection Of Claims 7-9 and 16-20 Ihulcr 35 ILS.C, $ HM 

Claims 7-9 and 16-20 stand rejected under 35 U.S.C. § 10 1 as directed to non-siaiutury 
subject matter, It is alleged that claims 7-9 and 16-20 are no! lied to another statutory class nor 
do t hey execute a trans formation. The Examiner has slated that "an example of a melhod claim 
(hat would not qualify as a statutory process would be a claim lhat recited purely menial steps." 
The K.xaminer then states lhat the "applicant's method steps lailjh_c_firsLnn) n» of the ne w 
federal CjrcuhjJt^^ since they are not tied to a machine and can be performed without the 
use ufa particular machine. Thus, claims 7-9 and 16-20 are non-statutory since they may he 
performed w i t hi n t he lui inan j n j \k\ . ' J 

The analysis of Applicants* melhod claims is demonstrably false, Claims 7 and 16 both 
recite ~a method of determining bills (for improving capacity of determination of bills) in a hill 
handling apparatus, comprising the steps o f jrajisj>urti n^ jhougji a Tra nsport path a bill to be 
deposited to a determining part of the biM hnndlinu apparatus". This bill is a physical article. 
I low the hill can be transported "within the human mind" is unclear, to say the least. The bill 
handling apparatus is definitely a machine, as indicated in the figures and specification. As such. 
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since the method undoubtedly uses a machine to perforin the method, this limitation alone meets 
i he "Jirst prong" of the statutory guidelines. 

The Kxaminer then goes on to stale that "the mere recitation of (he machine frits to make 
(he chum statutory under 35 U.S.C. g lOT, and that "insignificant extra-solution activity will not 
transform an unpatentable principle into a patentable process". This statement is completely 
contrary to the Jaets in view of the limitations recited in the claims. Applicants would ask the 
Kxaminer, how, without the claimed hill handling apparatus, would one skilled in the art 
perform the steps of "tyra^ a hill to be deposited to «>ielenjjining 

JItlfl o f ! be bin hand! i n >> app aratus ", ^process i no a digit al signa l from the detection pari and 
determining a denomination and truth of the bill in a det ermin ation part of the hill hnndjjrm 
aEEaralus" or "after the change, transporting the uMjdj^ifjed bill lhnmr>h the transport path to 
the detection pari again"? The Kxaminer provides no explanation, other than a cursory comment 
that "the amendments are not properly done" in the Response to Arguments section. Applicants 
submit that the Kxaminer has Jailed to provide anv evidence that the above-mentioned claims fail 
to comply with the statutory requirements of 35 U.S.C. § 101 for method subject matter, much 
less show how the hill handling apparatus is "insignificant" to the claimed method. Rather, 
Applicants would submit thai the bill handling apparatus is essential to the operation of t he 
method, as is suggested by numerous examples in the specification and drawings. 

As such. Applicants respectfully request that the § 101 rejections of claims 1, 9. 16. 17 
and 19-20 be withdrawn. 

1 1 1 * Iil£ KejecJion Of Claims 1-20 Under 35 U.S.C, ^ [03 

Claims 1-15 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Kawakami (USPNo. 4,769,533) in view of Zoiadz, Jr. (USI> No. 5.855,268); and claims 16-20 
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stand rejected under 35 I fS.C. § 103(a) as being unpatentable over Kawakami in view of Zolad/.. 
Jr. and Negishi (USP No. 6,58X,57U). Applicants respectfully traverse these rejections for at 
least the following reasons. 

With regard to claims 1-20, the Office Action slates in the Response to Arguments 
suction that "|i|n response to Applicant's remarks, page 8. % 4 f line 3 that 'hut not t]jc actual 
invention the applicant applied for was a typo. It is now deleted, replaced with 'complete' and 
respectfully noted again that as we understand, references are to be considered as a whole and as 
they leach and suggest the concept of the invention, but not lliLveompJete invention tJie Applicant 
applied for." 

Again, the Kxaminer is admitting that the cited prior art references do not teach the 
Applicants* complete invention. Applicants' would point out that in order for a claim to he 
considered anticipated or obvious over the prior art, all of the limitations (re: the compete 
invention) in the claim must be disclosed in the prior art. In view of this admission by the 
Hxaminer that the cited prior art does not teach the complete invention the Applicant applied for. 
Applicants submit that for this reason alone, the remaining claims arc allowable over the cited 
prior art. In addition, lor the record. Applicants submit that all of the pending claims arc also 
allowable for at least the following reasons. 

Claim s M 5 

Independent claims I and 10 are directed a sheet handling apparatus. The apparatus 
defined by amended claim I requires a determining menus that determines the truth of die sheet 
with a control part. The control part changes the condition of a signal read accuracy by means of 
changing a range of the inputted voltage corresponding I he denomination of the unidentified 
sheet. Then, the apparatus transports the unidentified sheet through the transport path to the 
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detection pari again. Then, the detection part delects the unidentified sheet again tinder the 
changed condilion and the determining menus determines again the truth of the unidentified 
sheet by using the digital signal being obtained according to .said changed condition. 

Amended claim 10 similarly recites a sheet handling apparatus comprising a control part 
that changes a condition of a signal read accuracy to determine the sheets in the determining pari. 
II the sheets are determined as* unidentified, the control part changes the condilion of the signal 
read accuracy by means of changing a range oflhe inputted voltage corresponding to the 
denomination of the unidentified sheets. Then, the apparatus transports through the transport 
path the unidentified sheets from the stacking part to the determining pari again and the detection 
part detects the unidentified sheet again under the changed condition and the determining part 
determines again the truth oflhe unidentified sheds by using the digital signal being obtained 
according to said changed condition. 

Thus, one feature of claims 1 and 10 is that each claimed apparatus determines the rruth 
of an unidentified bill with a control part that changes the condition of a signal read accuracy by 
means of changing a range oflhe inputted voltage corresponding to the denomination oflhe 
unidentified sheeis. 

It is alleged that Kawakami discloses, in col. 6, lines 50-58. that the control part changes 
and set conditions to narrow a range between an input upper limit value and an input lower limit 
value of the A/D converter as the setting conditions. However. Kawakami fails to disclose 
changing a condition of a signal read accuracy by means of changing a range oflhe inputted 
voltage. Rather, Kawakami merely changes an analogue signal to a digital signal based on 
whether Ihc analogue signal exceeds a predetermined threshold. 
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Moreover. Kawukami discloses thai CPU i computes the difference of the output voltage 
between i.a and LB of the amplifier 10. Then the CPU 1 changes the amplification factor 
according to the reference value, and keeps the threshold constant when characteristics ol'the 
light ciuitCiiiL* diode 6 and the phntotrnnsislor 9 are changed. As such, it is clear thai Kawakami 
does not change a range ol'the inputted voltage corresponding the denomination of the 
unidentified sheet. Rather, Kawakami determines the amplification based on the optical sensors 
and adjusts ihc optical sensors only to enable accuralc operation on the bill. 

Moreover, Zoladz fails to remedy this deficiency, Zolad/. Jr. is directed to an optical 
sensor system for a bill validator using LKDs. Zolad/.. Jr. discloses use of a microprocessor to 
make continual I JIT) current adjustments through a I)/ A converter, See coi. 2 lines 30-51. 
According to Zolad/. Jr.. the transport motor 18 is reversed and the bill is rejected, if rhc bill is 
not genuine (col, 3 lines 43-45). There is no disclosure or suggestion that the microprocessor 
changes the settings of the detector and redirects the bill back to the detector via transporter 
motor 18 for another reading, hut under the changed settings of the detector, as required by 
claims I and 10. 

As such, it is clear that Kawakami and Zoladz fail to leach or disclose the bill handling 
apparatus of either of claims 1 and 10 of the present disclosure. 

Claim 7 is directed to a method of determining bills in a bill handling apparatus, wherein 
if the bill is determined as an unidentified bill, a step of changing a condition of the signal read 

jjj^c!,^ denomination of the uni dentified hill is performed. Then 

alter the change, the unidentified bill it transported through Ihe transport path to the detection 
part again and the detection part detects the unidentified bill again under the changed condition 
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Mild detects again the truth of the unidentified bill by using a digital signal being obtained 
according to said changed condition. 

For the same reasons given with respect to claim 1 , Kawnknmi and Zolad/.. Jr., taken 
alone or in combination, fail to disclose or suggest changing a condition of the signal read 
accuracy by means of changing a range of the inputted voltage corresponding to the 
denomination of the unidentified bill as required by claim 7. For this reason, the Office Action 
does not present a prima facie case of obviousness for claim 7 as well as for the claims 
dependent thereon. 

For all of the foregoing reasons, the Office Action does not establish a prima facia case 
of obviousness of claim I as well as claim 5 which is dependent on base claim 1; for claim 10 as 
well as claims 1 2- 1 3 which are dependent on claim 1 0 and for claim 7 as well as claim M, which 
is dependent upon claim 7. It is respectfully requested thai the rejection of claims 1, 5. 7. <X 10. 
12 and 1 3 be reconsidered and withdrawn. 

(Mojms 16-20 

Independent claim 16 recites a method of determining bills in a bill handling apparatus, 
comprising transporting bills to be deposited through a transport path to a determining part of the 
bill handling apparatus to perform determination. A second determination accuracy to set as 
higher bill determination accuracy than a first determination accuracy if a bill is determined as an 
unidentified bill thai has a characteristic of a true bill but is out of a range of a permissible error 
as a result of determination in the first determination mode by changing the condition of a signal 
read accuracy by means of changing a range of an inputted voltage corresponding to the 
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denomination of the unidentified bill. Subsequently, bills that are unidentified or determined lo 
be false arc separated from other bills. 

As discussed supra, Kawakami and /olad/, Jr. taken alone or in combination do not teach 
changing the condition of a signal read accuracy by means of changing a range of an inputted 
voltage corresponding to the denomination of the unidentified bill. Moreover. Negishi is not 
relied upon, and does not teach a step of changing the condition of n signal read accuracy by 
means of changing n range of an inputted voltage corresponding to the denomination of the 
unidentified bilJ. 

Negishi leaches a Inst and second reference level for determining a bill in a bill handling 
apparatus. However, both of these reference levels are utilized for determining the insertion stale 
of the bill. As is disclosed in col. 4 H lines 42-45, "by (he use of the first and second reference 
levels. ..the comparator 22 detects the above mentioned slate and the controller judges the bill is 
inserted.*" Thus, it is clear thai Negishi Tails to teach or suggest the limitation of claim 16 of 
changing the condition of a signal read accuracy by means of changing a range of an inputted 
voltage corresponding to the denomination of the unidentified bill. 

For all of the foregoing reasons, the Office Action does no! present a prima facie case of 
obviousness for claim 16. 

Under federal Circuit guidelines, a dependent claim is nonobvious if the independent 
claim upon which it depends is allowable because all the limitations oflhc independent claim are 
contained in the dependent claims. I tartness International inc. v. Simplimuiic Engimvring Co.. 

F.2d at 1 100. 11 08 (Fed. Cir. 1987), Accordingly, as independent claim 16 is patentable for 
the reasons set forth above, it is respectfully submitted thai all claims dependent thereon, claims 
17 and 19-20, are also patentable. 
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it is respectfully requested that the rejection oj claims 16, 17 and 19-20 be reconsidered 
arid withdrawn, 

V. Conclusion 

Having fully responded to nil matters raised in the Office Action. Applicant submits thai 
all claims are in condition for allowance, an indication of which is respectfully solicited. 

To the extent necessary, a petition for an extension of lime under 37 C.F.R. 1 . 1 36 is 
hereby made, Please charge any shortage in fees due in connection with the II liny of this paper, 
including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit account. 



I lespect fu Ily submitted. 



"Nathaniel D. McQueen 
Registration No. 53.308 
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